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The Working Group on the Trademark and other Distinctive Sign Legislation, 
which the Finnish Ministry of Trade and Industry (FMTI) established in 1998, 
stated that there was a need to look into the possibility of establishing a separate 
register for trademarks with a level of ‘fame’. However, the Working Group 
also acknowledged that this may be a difficult task, as the venture to establish 
an international register for such marks had been abandoned and as the Joint 
Recommendation Concerning Provisions on the Protection of Well-Known 
Marks could not be seen to support the establishment of principles that would 
guide a national register for such marks.

The issue was revisited by the Well-Known Trademarks Committee of the 
FMTI in 2005 and 2006. What prompted the FMTI to set up the Committee 
was the interest in such discussion within the Finnish industry as well as 
the National Board of Patents and Registration (NBPR). The Committee’s 
subsequent memorandum states the following:

“According to the Committee, no undisputable need can be shown to exist 
in Finland for measures to enhance protection of well-known trademarks in 
particular, by virtue of registration or other similar listing. The Committee 
considers national measures, with the related legal implications, problematic 
from e.g. the viewpoint of EU legislation.

“[…] The Committee proposes that Finland establish a special list, maintained 
by the authorities, for distributing knowledge of marks with a reputation, 
[...], thus facilitating production of proof. The proposed list would have 
no legal effects. Gaining protection for widely known trademark has often 
proven arduous and expensive, because proof of the prerequisites for gaining 
protection must, in practise, be acquired separately for each individual case. 
The Committee’s proposal strives to respond to this practical problem.”

The NBPR as the competent authority for its administration began setting up 
the list, and on August 15, 2007, it became operational. 

As the Community legislation does not hold registration as a prerequisite 
for the extended protection for trademarks with a reputation, and the Joint 
Recommendation also states that ‘well-known’ marks’ protection should not 
depend on registration, it is clear that an entry on the list could not be a 
prerequisite for protection as a trademark with a reputation. Rather the list 
is limited to serving an evidentiary purpose, leaving the requisite element 
of detriment to be established in traditional proceedings and allowing 
reputation of a mark to be relied upon even without recordation. 

As the NBPR puts it on its website, “the purpose of the list is to serve 
commerce and industry, agents and all other stakeholders that for one 
reason or another need information on reputable marks. The list is helpful 
when conducting preliminary examinations or tests of confusing similarity 
of trademarks, and should thereby have a preventive effect on trademark 
disputes”, and further “the purpose of the list is to increase awareness of 
trademarks with a reputation and thus prevent conflicts. As the registration 
authority’s decisions about the list are an additional information service, 
they are not decisions that have legal effect”.

However, the Finnish practice allows for an extensive ex officio search of 
potentially conflicting marks, and adding the list entries to this search was not 
a big step for the NBPR to take.

Seeing that the list is not intended to have legal effect, the entries are not 
relative grounds for refusal and a notification procedure is adopted instead. 
If the ex officio examination reveals a confusingly similar mark in the list, 
this fact will be notified to both the applicant and the owner of the earlier 
trademark with a reputation, whatever the classes in the application. 
However, the final decision whether to oppose the application or not is left 
with the owner of the trademark with a reputation. 

For a mark to be entered on the list, it is required that it has a reputation 
in Finland, interpretation of which is to follow the jurisprudence of the 
European Court of Justice. Reputation can be either among a specific target 
group or among all Finns in general. In assessing the proof of reputation, the 
NBPR will take into account all relevant circumstances, such as the market 
share, the marketing costs, and the intensity, duration and geographical 
extent of use.

 An entry in the list is valid for five years from the date of entry, renewable 
for a further period of five years, and a partial or full removal of an entry is 
possible. Currently, there are 66 applications and registrations on the list, 
most of which belong to Finnish trademark owners.
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“�For a mark to be entered on the list, it is required that it has a reputation 
in Finland, interpretation of which is to follow the jurisprudence of the 
Court of Justice of the European Communities.”
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Germany implements EU Enforcement 
Directive & strengthens IP owners’ rights

New laws effective September 1, 2008
Germany has implemented the EU IP Rights Enforcement Directive 
2004/48/EC into national law. The new German law, called the Act on 
the Improvement of the Enforcement of Intellectual Property Rights, was 
passed by the German Parliament on April 11, 2008 and is effective from  
September 1, 2008. The aim of the new legislation is to give IP owners new 
tools for combating IP infringement. 

Germany chose not to introduce a new general uniform procedural law on 
the enforcement of IP rights. Instead, it decided to revise and amend its 
existing specific IP laws, which include the German Trademark Act, Patent 
Act, Design Act and Copyright Act.

Main changes and improvements

Right to inspection

German law does not provide for discovery proceedings. In addition, 
German law, until recently, strictly prohibited exploratory investigations, the 
sole purpose of which was to gather (technical) information on the alleged 
infringement. The newly implemented IP laws now provide a codified 
right to inspection. The right to inspection requires only a certain (and not 
necessarily a high) probability of infringement. IP owners will be granted 
a pretrial right to inspection for the collection of evidence by the German 
courts. The right to inspection may also be immediately and provisionally 
enforced on the basis of a summary proceedings.

Right of information

The IP owner, as in the past, will have a right of information against the 
alleged infringer. This right has now been broadened considerably, however, 
and the IP owner will be able to assert a claim for information about the origin 
and distribution channels of infringing goods against certain non-infringers 
who, for example, are found in the possession of infringing products on a 
commercial scale, such as warehouse operators, shipping companies, etc.

Right to remove infringing goods from distribution channels

In the past, the infringer would not be required to recall or remove all 
the products that had already been sold to the market. The new German 
provisions make it possible for IP owners to claim a recall or removal of the 
products. In such circumstances, all infringing goods would therefore need 
to be taken off the market.

Damage compensation

The three methods currently used in Germany to calculate the amount of 
damages—licence analogy, the patentee’s lost profits and infringer’s profits—
were integrated into the respective national IP laws. IP owners still cannot 
request punitive damages.

Simplified procedure for the destruction of counterfeits

New supplemental rules have been implemented with customs actions 
against goods suspected of infringing IP rights. On the basis of the new 
rules, infringing products may be destroyed by customs offices regardless 
of whether a court has found the products to be infringing. The prerequisite 
for this will be either that the potential infringer agrees or, what will more 
often be the case, the infringer is deemed to agree (implied approval) to the 
destruction if he or she does not object to it within two weeks following the 
IP holder’s application.

Publication of court decisions

The right of the prevailing party to request the publication of the court 
decision is also new. Where the decision should be published, for example 
in a trade magazine, it can be requested by the prevailing party, and the 
infringer must bear the costs of its publication.

Strengthening of IP rights in Germany

By implementing the new laws, Germany is moving closer to the concept 
of ‘saisie-contrefaçon’ or ‘discovery’. Germany has always been a good 
choice of venue for the enforcement of IP rights—due to its central 
location within Europe, its specialised IP courts, and moderate costs 
with respect to litigation. The new arsenal and the remedies now at 
hand will further strengthen IP owners’ rights. Infringers of IP rights in 
Germany—beware!
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"�The right to inspection may also 
be immediately and provisionally 
enforced on the basis of a 
summary proceedings"


